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SUWALEE KOSITSUNTORNKUL: DIRECTION OF TRADEMARK RIGHT PROTECTION
IN THE ASEAN ECONOMIC COMMUNITY. ADVISOR: ASSOC. PROF.TASHMAI
THONGURAI, 146 pp.

This thesis aims to study and analyze the laws and systems of providing
trademark right protection in ASEAN region in order to show the problems resulting
from the disunion of providing protection, anyhow to find the direction of solution by
means of applying the suitable international laws and systems of providing trademark

right protection applying to the ASEAN Economic Community.

From the research results, found that in present, the ASEAN Economic
Community has the different principles of trademark right protection in accordance

with the internal laws of each member state leading to the problems as follows:

1) The problem on infringement of trademark by any person who is not the

actual owner applying to get the protection in foreign countries;

2) The problem on trademark regarding “the same or similar” to the third

person’s trademark in foreign countries;

3) The problem on claim of damages resulting from infringement of trademark

in foreign countries; and

4) The problem on difference of rules and procedures of applying to get
protection of each country, in case of requiring the trademark right protected

throughout the ASEAN Economic Community.

This thesis provides the suggestion to bring the Madrid Protocol and European
Comunity Trademark System applying with the trademark right protection in the ASEAN
Economic Community together with setting up the Central Trademark Registration
Office that can solve the problems on trademark right protection in ASEAN Economic

Community.

Field of Study: Laws Student's Signature

Academic Year: 2015 Advisor's Signature
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2006)
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* Section 5 of Laws of Brunei Revise Edition 2000 Chapter 98 Trade Marks (CAP 98)

» Section 4 of Laws of Brunei Revise Edition 2000 Chapter 98 Trade Marks (CAP 98))

* section 6 of Laws of Brunei Revise Edition 2000 Chapter 98 Trade Marks (CAP 98)
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*! section 8 and 9 of Laws of Brunei Revise Edition 2000 Chapter 98 Trade Marks (CAP 98)
*2Trade Marks Act (Chapter 98) Trade Marks Rules
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** Pintas, http://www.pintas-ip.com/p/trademark-brunei
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34 ) | { o ' '3
Office Order No. 125 , 2004 wagng)319aenI1sturveriuszuuoaulal
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35 ﬂium%WﬁﬁuM?ﬂﬁfyﬁy?,http://wvvw.ipthailand.go.th/ipthailand/imageS/LaW/Trademark_PhiLippines.pdf
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% nsunswddumsteyan, http://www.ipthailand.go.th/ipthailand/images/law/Trademark_Indonesia.pdf
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Article 4 of The law on Marks, Trade Names and Acts of Unfair competition
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12 Article 6

[Marks: conditions of registration; independence of protection of same mark in different countries]

(1) The conditions for the filing and registration of trademarks shall be determined in each country of the Union
by its domestic legislation.

(2) However, an application for the registration of a mark filed by a national of a country of the Union in any
country of the Union may not be refused, nor may a registration be invalidated, on the ground that filing,
registration, or renewal, has not been effected in the country of origin.

(3) A mark duly registered in a country of the Union shall be regarded as independent of marks registered in the

other countries of the Union, including the country of origin.

12 Article 6bis

[Marks: well-known marks]

(1) The countries of the Union undertake, ex officio if their legislation so permits, or at the request of an interested
party, to refuse or to cancel the registration, and to prohibit the use, of a trademark which constitutes a
reproduction, an imitation, or a translation, liable to create confusion, of a mark considered by the competent
authority of the country of registration or use to be well known in that country as being already the mark of a
person entitled to the benefits of this Convention and used for identical or similar goods. These provisions shall
also apply when the essential part of the mark constitutes a reproduction of any such well-known mark or an
imitation liable to create confusion therewith.

(2) A period of at least five years from the date of registration shall be allowed for requesting the cancellation of
such a mark. The countries of the Union may provide for a period within which the prohibition of use must be

requested.



14

iseunenIsNTivedeunsatendiaunsagnasialaenisaanzdeunsomuneni s

wulumsUszmalaiguiu aeldnaninausiniungminentsluvesuseimansuvaangideou

Tue)

3.1.3.2 UNURYIANINTIANAINTINIATA

' '
N 2

Tannaingaunsalannuananinaaniigitesiunislesiunisaziiindnsly
d' ¥ 1 ﬁ' a =1 o C%

LA309UN8N15A5ENIU Tl luNRsT 5 Seenisufasniseanzidoulaediinau
Aeludszwma taglnansundtnaiuannsideunsasnuienisaniglulsemeanazaiunsa
UfasnissuanangideulinnuAuasesdnslueismunsnismniglufuuauvesauiale
meldnaninaivesnguinsaeludsena uatiesainnsnazilunmaaudennasifiouly
v I a o a a | o & A a ~ v |
deudunifnueudyyinisisandensundninamiwazieulylunisujiasideced
eldeudyyingsundagaieuaednu duludiurean1saaneideunIoamuen1san

3
YY)

= d' Y val = 9 1 v A Yva & = v
L@EJ’JﬂUﬂ:ULﬂiaﬂﬁlﬂﬂﬂqiﬂqmqﬂﬂigl.ﬂﬂimﬂzﬂ‘ﬂsﬂE]"'\]@'V]gL'UEJUVL@JIGUL'E\]']GUENV]LLV]"i]iQuu WD

Re

Jusgiunguunenieluveslssmansvaanziouny lnedndnnuailssan3samunen1sand

Y
o

FoLduunsuanenuu1ns 6 w3 veseudyningiuisas Wunaninaanissninalssivad

3

LADIUIURNN T

(3) No time limit shall be fixed for requesting the cancellation or the prohibition of the use of marks registered or

used in bad faith.

14 Article 5

[Refusal by National Offices]

(1) In countries where the legislation so authorizes, Offices notified by the International Bureau of the registration
of a mark or of a request for extension of protection made in accordance with Article 3ter shall have the right to
declare that protection cannot be granted to such mark in their territory. Any such refusal can be based only on
the grounds which would apply, under the Paris Convention for the Protection of Industrial Property, in the case
of a mark filed for national registration. However, protection may not be refused, even partially, by reason only
that national legislation would not permit registration except in a limited number of classes or for a limited

number of goods or services.
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3.1.3.4 unUsyalAnu Council Regulation (EC) No. 207/2009 on the
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Council Regulation (EC) No. 40/94 on the Community Trade Marks Lafi1%un
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5 Article 5

[Refusal and Invalidation of Effects of International Registration ]

in Respect of Certain Contracting Parties

(1) Where the applicable legislation so authorizes, any Office of a protection cannot be granted in the said
Contracting Party to the mark which is the subject of such extension. Any such refusal can be based only on the
grounds which would apply, under the Paris Convention for the Protection of Industrial Property, in the case of a
mark deposited direct with the Office which notifies the refusal. However, protection may not be refused, even
partially, by reason only that the applicable legislation would permit registration only in a limited number of classes

or for a limited number of goods or services.
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16 Article 8

Relative grounds for refusal

1. Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for shall not be
registered:

(a) if it is identical with the earlier trade mark and the goods or services for which registration is applied for are

identical with the goods or services for which the earlier trade mark is protected;
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2 Article 8
Relative grounds for refusal
1. Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for shall not be

registered:

(b) if because of its identity with or similarity to the earlier trade mark and the identity or similarity of the goods or
services covered by the trade marks there exists a likelihood of confusion on the part of the public in the territory
in which the earlier trade mark is protected; the likelihood of confusion includes the likelihood of association with

the earlier trade mark.
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2L Article 10ter

Marks, Trade Names, False Indications, Unfair Competition: Remedies, Right to Sue

(1) The countries of the Union undertake to assure to nationals of the other countries of the Union

appropriate legal remedies effectively to repress all the acts referred to in Articles 9, 10, and 10bis.

2 Article 4bis
Substitution of International Registration for Earlier National Registrations
(1) When a mark already filed in one or more of the contracting countries is later registered by the
International Bureau in the name of the same proprietor or his successor in title, the international
registration shall be deemed to have replaced the earlier national registrations, without prejudice to any

rights acquired by reason of such earlier registrations.
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# Article 4
Effects of International Registration
(1) (a) From the date of the registration or recordal effected in accordance with the provisions of Articles 3

and 3ter, the protection of the mark in each of the Contracting Parties concerned shall be the same as if
the mark had been deposited direct with the Office of that Contracting Party. If no refusal has been
notified to the International Bureau in accordance with Article 5(1) and (2) or if a refusal notified in
accordance with the said Article has been withdrawn subsequently, the protection of the mark in the
Contracting Party concerned shall, as from the said date, be the same as if the mark had been registered
by the Office of that Contracting Party.

2 Article 96
Jurisdiction over infringement and validity
The Community trade mark courts shall have exclusive jurisdiction:
(@) for all infringement actions and — if they are permitted under national law — actions in respect of
threatened infringement relating to Community trade marks
Article 102
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Sanctions

1. Where a Community trade mark court finds that the defendant has infringed or threatened to infringe a
Community trade mark, it shall, unless there are special reasons for not doing so, issue an order prohibiting the
defendant from proceeding with the acts which infringed or would infringe the Community trade mark. It shall also
take such measures in accordance with its national law as are aimed at ensuring that this prohibition is complied
with
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 Article 1
PURPOSES
The purposes of ASEAN are

5. To create a single Market and production base which is stable ,prosperous ,highly competitive and economically
integrate with effective facilitation  for trade and investment in which there is free flow of good ,service and

investment; facilitated movement of business persons, professionals, talents and labor; and free flow of capital
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% B3, Intellectual property rights (IPR)

45. Regional cooperation in IPR has been guided by the ASEAN IPR Action Plan 2004-2010 and the Work Plan for
ASEAN Cooperation on Copyrights which aim to develop a culture of learning and innovation supported by a
friendlier IP profile to businesses, investors, inventors and creators in ASEAN. In addition, these Plans are also
designed to foster better public awareness, coordination and networking, predictability, capacity building, and
contribution of IP industries to competitiveness and development.

Actions:

i. Fully implement the ASEAN IPR Action Plan 2004-2010, and the Work Plan for ASEAN Cooperation

on Copyrights;

ii. Establish an ASEAN filing system for design to facilitate filings by users and promote coordination among the IP
Offices in ASEAN Member Countries, as receiving office, contingent upon the language requirements;

iii. Accession to the Madrid Protocol, where possible
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2015 (The ASEAN Intellectual Property Right Action Plan 2011-2015)
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27 Strategic Goal 1: A balanced IP system that takes into account the varying levels of development of Member
States and differences in institutional capacity of national IP Offices to enable them to deliver timely, quality, and

accessible IP services to promote the region as being conducive to the needs of users and generators of IP

Bstrategic Goal 2: Developed national or regional legal and policy infrastructures that address evolving demands

of the IP landscape and AMSs participate in global IP systems at the appropriate time.
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% Strategic Goal 4: Active regional participation in the international IP community and with closer relationships with
dialogue partners and institutions to develop the capacity of Member States and to address the needs of

stakeholders in the region.

*0 Strategic Goal 5: Intensified cooperation among AMSs and increased level of collaboration among them to

enhance human and institutional capacity of IP Offices in the region.
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Article 110 Prohibition of use of Community trade marks

1. This Regulation shall, unless otherwise provided for, not affect the right existing under the laws of the Member
States to invoke claims for infringement of earlier rights within the meaning of Article 8 or Article 53(2) in relation

to the use of a later Community trade mark.
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	3.2 กฎเกณฑ์/หลักเกณฑ์เกี่ยวกับการคุ้มครองสิทธิในเครื่องหมายการค้าของประชาคมเศรษฐกิจอาเซียน
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	4.1.1 ประโยชน์และข้อสังเกตของการที่ประเทศสมาชิกในประชาคมเศรษฐกิจอาเซียนจะเข้าร่วมเป็นภาคีอนุสัญญากรุงปารีสเพื่อแก้ไขปัญหาการละเมิดสิทธิในเครื่องหมายการค้า
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	4.1.2 ประโยชน์และข้อสังเกตของการที่ประเทศสมาชิกในประชาคมเศรษฐกิจอาเซียนจะเข้าร่วมเป็นภาคีอนุสัญญากรุงปารีสเพื่อแก้ไขปัญหาเครื่องหมายการค้าเหมือนหรือคล้ายกันกับเครื่องหมายการค้าของผู้อื่นในต่างประเทศ
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	4.1.3.1 ประโยชน์ของการที่ประเทศสมาชิกในประชาคมเศรษฐกิจอาเซียนจะเข้าร่วมเป็นภาคีอนุสัญญากรุงปารีสเพื่อแก้ไขปัญหาการเรียกร้องค่าเสียหายจากการถูกละเมิดสิทธิในเครื่องหมายการค้าในต่างประเทศ
	4.1.3.2 ข้อสังเกต

	4.1.4 ประโยชน์และข้อสังเกตของการที่ประเทศสมาชิกในประชาคมเศรษฐกิจอาเซียนจะเข้าร่วมเป็นภาคีอนุสัญญากรุงปารีสเพื่อแก้ไขปัญหาความแตกต่างกันของหลักเกณฑ์และขั้นตอนการขอรับความคุ้มครองของแต่ละประเทศ ในกรณีต้องการให้สิทธิในเครื่องหมายการค้าได้รับความคุ้มครอง...
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	4.3 ขั้นตอนที่สาม : นำระบบ European Community Trademark (CTM) ของสหภาพยุโรปมาปรับใช้กับระบบการคุ้มครองสิทธิในเครื่องหมายการค้าของประชาคมเศรษฐกิจอาเซียน
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