TRIPs

Article 30

41

411

4111

1Article 30 Exceptions to Right Conferred

Member may provide limited exceptions to the exclude rights conferred by
patent, provided that such exceptions do not unreasonably conflict with a normal
exploitation of the patent and do not unreasonably prejudice the legitimate interests of
the patent owner, taking account of the legitimate interests of third parties.



126

2 Sawin v. Guild, 21 F. Cas 554 (No. 12,391)(C.C.D. Mass. 1831) quoted in
Donald . Chisum, A Treatise on the Law of Patentability. Validity and Infringement
Volume 4. 8hed. (New York: Matthew Bender), p.16-24.2.

3 Radio Corp. of America v. Andrea, 90 F. 2d 612, 34 .S.P.Q. 312 (2d Cir.
1937) quoted in Ibid., p.16-28.

4 Poppenhusen v. New York Gutta Percha Comb Co., 19 F. Cas. 1059, 1063
(No. 11,283) (C.C.S.D.N.Y. 1858) quoted in Ibid., p.16-26.
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Ruth V. Stearns Roger Mfg. Co.

Colorado School of Mines

5 Cimiotti Unhairing Co. v. derboklow, 87 F. 997 (C.C.E.D.N.Y 1898) quoted in quoted in
lbid., p.16-27.

6 Earl . Kintner and Jack L. Lahr, An Intellectual Property Law Primer. (New
York: Macmillan, 1975),p.79.

7 Poppenhusen V. falke, 19 f. Cas. 1048, 1049 (No. 11,279) (C.C.S.D.N.Y.
1861) quoted in Ibid., p.16-24.3

8  Ruth v. Stearns Roger Mfg. Co., 13 F. Supp. 679, 29 .S.P.Q 400 ( . Colo.
1935) quoted in Ibid., p.16-25.
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4112

Brown
v. Duchesne

9Section 272 Temporary presence in the United States

The use of any invention in any vessel, aircraft or vehicle of any country which
affords similar privileges to vessels, aircraft or vehicle of the United States, entering the
United States temporarily or accidentally, shall not constitute infringement or any patent,
if the invention is used exclusively for the needs of the vessel, aircraft or vehicle and is
not sold in or used for the manufacture of anything to be sold in or exported from the

United States.

D  Brown . Duchesne, 60 . .(19 How.) 183, 15 L Ed. 595 (1857) quoted in Ihid., p.16-
68.
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Congerss

.. 1952
Brown
Article 5 ter

Congress
Brown 212
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b n 1} n Tltle 1
Article 4

Cali V. Japan Alrlines, Inc.

412

U Caliv. Japan Airlines, Inc., 380 F.Supp. 1120, 184 U.S.P.Q. 293 (E.D.N.Y.
1974) quoted in Ibid., p.16-71.
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4121 3

United Telephone
V. Sharpies

McDonald v. Graham

Section 60(5) An act which, apart from this subsection, would constitute an
infringement of a patent for an invention shall not do so if
(a) it is done privately and for purpose which are not commercial;
B United Telephone V. Sharpies, (1885) 2 R.p.c. 28 at 3L quoted in Supra
note 49 T.A. Blanco White, Patents for Invention and the Registration of Industrial
Designs. 3rded. (London: Steven & Sons, 1962), p.165.
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4122 I

Freason V. Loe

Monsanto Co v. Stauffer Chemical

7
United Telephone Co.

14 Section 60(5)
() itis done for experimental purpose relating to the the subject - matter of the

invention:

5 Freasonv. Loe (1878), 9 Ch. . quoted in K.E. Shelley, Terell and Shelley
on the Law of Patents. 10tved (London: Sweet & Maxwell, 1961) p.140.

6  Monsanto Co v. Stauffer Chemical (No. 2) (1985) R.P.C.515 (CA) Chartered
Institute of Patent Agents, Guide to the Patent Act, p.511

T Molins v. Industrial Machinery (1937) 54 R.p.c. 94 at 108, quoted in T.A.
Blanco White. Patents for Inventions and the Registration of Industrial Design, p.89.
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v. Sharpies

Smith, Kline & French v. Evans Medical

19

20

Applied Research System v. Organon

(clinical trials)

21

s United Telephone Co. v. Sharpies (1885), 2 R.p.c. 28 quoted in William
Aldous et al., Terrell on the Law of Patents ,13th ed. (London: Sweet & Maxwell; 1982),
supra note 47, p.166.

19 Smith, Kline & French v. Evans Medical (1989) R.p.c. 513 WR 249,
Chartered Institute of Patent Agents, Guide to the PatentAct, p.511.

2 bid.

2 Applied Research System v. Organon [Netherlands] (noted 1994) E/PR,
243 quoted in Ibid.
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4123 2
- (extemporaneous)
-+ (individual)
2
(Practitioner)
4124
A

2 Section (5)...

(c) it consists of the extemporaneous preparation in a pharmacy of a medicine
for an individual in accordance with a prescription given by a registered medical or
dental practitioner or consists of dealing with a medicine so prepared;

A Ibid.

2 Section (5)...

(d) it consists of the use, exclusively for the needs of a relevant ship, of a
product or process in the hody of such a ship or in its machinery, tackle, apparatus or
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section 60 (5)(d)-(f)

section 60(5)(d),(e) Article 5 ter
Hague Revision Conference .. 1925
Caldwell Brown V. Duchesne  Article 5 ter

section 60 (5)(d)(e)
section 60(5)(f) (Chicago Convention)

subsection (5)(d),(e)
20 .. 1883

subsection (5)(f)
89 .. 1982 (Civil Aviation Act
1982)

other accessories, in a case where the ship has temporarily or accidentally entered the
internal or territorial waters of the United Kingdom;

(e) it consists of the use of a product or process in the body or operation ofa
relevant aircraft, hovercraft or vehicle which has temporarily or accidentally entered or is
crossing the United Kingdom (including the air space above it and its territorial waters)
or the use of accessories for such a relevant aircraft, hovercraft or vehicle;

(f) it consists of the use of an exempted aircraft which has lawfully entered or is
lawfully crossing the United Kingdom as aforesaid or of the importation into the United
Kingdom, or the use or storage there, of any part or accessory for such an aircraft.
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da

413

69 5

Limits of patent right
Section 69 (1) The effects of the patent right shall not extend to the working of
the patent right for purposes of experiment or research.
(2) The effects of the patent right shall not extend to the following:
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4131 '
69(1)
Tokyo District Court (generic drug
maker)
(experiments

for the sole purpose of obtaining governmental approvals)

(0 vessel or aircraft merely passing through Japan or machinery, instruments,
equipment or other accessories used therein

(i) products existing in Japan prior to the Filing of the patent application.

(3) The effects of the patent right for invention of medicines (namely, products
used for the diagnosis, cure, medical treatment or prevention of human diseases
-hereinafter referred to as “medicines” in this subjection) to be manufactured by
mixing two or more medicines or for inventions of processes for manufacturing
medicines by mixing two or more medicines shall not extend to acts of preparing
medicines in accordance with the prescription of physician or dentists.

% Synthelabo case quoted in www.okuyama.com/liti.html, p.7.
ZTwww.ladas.com/BULLETINS/1990/0899Bulletin/Japan_Experimentl)se.html.


http://www.okuyama.com/liti.html
http://www.ladas.com/BULLETINS/1990/0899Bulletin/Japan_Experimentl)se.html
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(performed solely for intellectual purposes)

4132 '

5 ter

(land vehicle)
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4133 ,

4134

19

Teruo Doi, The Intellectual Property Law of Japan. (Alphen ann den Rijn:
SIJTHOFF & NOORDHOFF,1980), p.33.

A lbid.

3 Section 79 “Where, at the time of filling of a patent application, a person who has made
an invention by himself without knowledge of the contents of an invention claimed in the patent
application or has learned the invention from a person just referred to, has been commercially
working the invention in Japan or has been making preparation therefor, such person shall have a
non-exclusive license on the patent right under the patent application. Such license shall be limited
to the invention which is being worked or for which preparations for working are being made and to
that purpose of such working or the preparations therefor.”
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79

.. 1958 Steven Inc.

Sasoon
Steven Inc. KK. Kato Sango
Steven Inc.
Steven

Inc. 3

www.okuyama.com/liti.html, p.6.

%2 Konishiroku Kogyo KK. v. Yashica KK., Hanrei Yaimuzu (No. 162) 164
(Tokyo Dist. Ct., May 26, 1964); 2 Digest 10 (1968) quoted in Teruo Doi, The Intellectual
Property Law of Japan, p.40,

8 Ariand New Hope Jitsugyo KK. v. Sasoon and K.K. Kato Sango, 12 Kakyu
minsho 3176, 2 KOKUSAITORIHIKI HANRAISHU 358 (Tokyo Dist. Cy, Dec. 23, 1961)
quoted in lbid.


http://www.okuyama.com/liti.html

4.2

TRIPs

421

.. 2522
2535

.. 2542
3

TRIPs

36

. 2542)

30

Article 30
36

141
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Monsanto Co. V. Stauffer Chemical

Smith Kline v. Evans
Medical Ltd.



. 2544),

308-310.

(clinical trial)

143
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42.2



423

(

3 .. 2542

45

“Individual”

9



424,

314-315.

146
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Smith Kline v.

Evan Medical Ltd., (1989) 1 F.SRR. 513 at 522 Roche Products,

Inc. v. Bolar Pharmaceutical Co., 733 F.2d 858, 221 .S.P.Q. 937 (Fed. Cir. 1984)
Monsanto Co. v. Stauffer Japan K.K., 13 AIPPI Journal 9 (1989)

425
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(TRIPs)

42.6



149

421

36 (7)
(Principle of Exhaustion of
Intellectual Property Rights)

d ,

(Territorial or National Exhaustion)



2)

(Regional Exhaustion)

@)

(International Exhaustion)
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N | 2544),
121,
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