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3.1

(damages)

(profits)
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IT.A. Blanco White and Robin Jacob. Kerly's Law of
Trademarks and Trade Names London: Sweet &Maxwell, (12th
ed) 1986.
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«

Millington V. Fox .. 18382

(passing off)

«

Millington V. Fox

2 Catherine P. Best. "Damages against the innocent
infringer in Passing off and Trademark | fring’ement",
Intellectual Property Journal,Volume I, No, 3 (June,1985))
p. 201-236.
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(exclusive USe)

1838 1875 (cause of action)

Edel-
sten V. Edelsten
1863
!
1838
(injunction) (interim injunction)
Lord Cairne (Lord Cairnes’ Act) .. 1858

Judicature Acts .. 1875



ADHNNDUAD D

.. 1910 Chancery
zenger & Sons V. Spalding' & Bros3

1915
& Bros v. A.w. Gamage Ltd.4
Moulded Orb Football
the Improved Sewn Orb

Moulded Orb

proved Sewn Orb [+

3lbid.

41hid.

41

Sla-

Spalding

rns
Moulded Orb

the Im-

1 *



Parker

Sargant

10

42

Lord
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Lord
Cairnes’ Act .. 1858

Spalding V. Gamage

Lord Parker

Chancery
Young V. Holt \

Young- V. Holt5

Men-
doza .. 1945
Mencoza 3 .. 1946
Mencoza
Mendoza

51bid.



. 1946
Mencoza

Parry)
1946

Mencoza
Evatt

a1 . . 2534 2,

2534,

44

(Wynn

114,
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(punitive or exemplary
damages)*

*Charles F. Hemphill, Jr. [ Phyllis D. Hemphill,
"The Dictionary of Practical Law", A Spectrum Book Publish-
ing House - 8, p.83 &p.174.
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1
(remedies to obviate injury) )
{ 6
I
(prohibitive, restrictive
or negative injunction) (mandatory
injunction) (per-

petual or final injuntion)
(Interlocutory injunction)

lll (
- 2531), 37-38,



(quitimet injunction)

(actionable per se)
(trespass) (libel)

(slander) (nuisance)

The Trade
Marks Act. . . 1938
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(exclusive right to use)

( 64 A (1) (2)*

*64. A.- (1) The person who is registered as
the proprietor or registered wuser of a trade mark in
respect of any goods may give notice in writing to the
Commissioners of Customs and Excise

(a) that he is tl
registered user of that trade mark, and

() that such goods bearing the
trade mark are expected to arrive in the United Kingdom at
a time and place by a consignment specified in the notice,
and

(c) that the use within the
United Kingdom of the trade mark in relation to the goods
would infringe the proprietor’s exclusive right to that
use, and

(d) that he requests the Commis-
sioners to treat the goods as prohibited goods.

(2) Where a notice has been given

under this section in respect of any goods bearing a trade
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mm

( 64 A (3) (4))*

mark and has not been withdrawn and the requirements of
any regulations made under this section are complied with,
then, subject to the following provisions of this section,
the importation into the United Kingdom of the goods
shall, if the condition of paragraph of the preceding sub-
section is satisfied...(c) be deemed to Dbe prohibited
unless the importation is for the private and domestic use
of the person importing the goods.

*(3) The Commissioners may make regulations
prescribing the form in which notices are to be given
under this section and reguiring a person giving such a
notice, either at the time of giving the notice or at the
time when the goods in question are imported, or at bDboth
those times, to furnish the Commissioners with such
evidence,and to comply with such other conditions (if any)
as may be specified in the vregulations, and any such
regulations may include such incidental and supplementary
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provisions as the Commissioners consider expedient for the
purposes of this section.

(4) Without prejudice to the generality of the
preceding subsection, regulations made under that subsec-
tion may include provision for requiring a person who has
given a notice under subsection (1) of this section, or a
notice purporting to be a notice under that subsection

(a) to pay such fees in respect of the
notice as may be prescribed by the regulations, and

(b) to give to the Commissioners such
security as may be so prescribed, in respect of any liabi-
lity or expense which they may incur in consequence of the
detention of any goods to which the notice relates, or in
consequence of anything done in relation to goods so
detained, and

(c) whether any such security is given or
not, to keep the Commissioners indemnified against any
such liability or expense as is mentioned in the preceed-
ing paragraph.
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(Ratcliffe V. Evans (1892) 1 Q.B.524)
1 mn

*

(1)

8Harris Donald, Remedies in Contract and Tort,
1988, p.381-382.

Section 3(1) of the Defamation act 1952 (as
recommended by the Porter Committee on Defamation (1948),
Cmd, 7536, para. 54).



( )
- (
(Reuter (R.J.) Go., Ltd. V. Muthens

(1954) ch. so 175

(

.) (Erven Warnink, etc. V j. Towsedn & Sons (Hull) Ltd.

(1979) A.c. 731, 742) **
*Fielding V. Variety Incorporated (1976) 2 Q.B.

841 |

)

* %
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(goodwill) . (A.G.Spalding & Bros. V.

A. Gamage Ltd. (1915) 84 L.J. Ch. 449, 450)
. (Hendmeks
V. Montagu (1881) 17 ch.d. 638) (The House of
Lords)
"Yorkshire Relish"
"advocaat"
(
) (
)
Birmingham Vinegar Brewery Co., Ltd. V. Powell
(1897) A.c. 710 (The House of Lords)

Parken Knoll V. Knoll International (1962) R.p.c.
266 .
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(Praper v. Trist (1939) 3 ALL E.R. 513, 522)
(Spalding (A.G.) &Bros V. A.w. Gamage
Ltd. (1918) 35 R.p.c. 101, 149)

3.2

(The Lanham Act)
32 "

an
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on

The Lanham Act
1117
(15 uses Section 1117)

() : ;

1125 (a)

1111 1114



15 380 26

1114 (1) (a)

1116 (d) 15)

57



26

The Lanhara Act

58

6621

The Lanham
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Act

Otis Clapp & Sons V. Filmore Vitamin Co., 754 F.2d
738 (111. 1985)

2. Playboy Enterprises V. Chuckleberry
Pubr,Inc., 511 F.Supp. 486 (1981)

100,000.00
The Lanham Act

Playmen

Playboy Enterprises
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15 uses 1117 (a)

Transgo, Inc. V. Aldac Trasmission Parts Corp. 1 768 F.2d

1001 (cert, denied) (1985)

Neva Inc. V. Christians Duplication Intern.,

Incr. 743 F.Supp. 1533 (FL. 1990)

15 uses 1117 (B)

Louis Vitton s.A. V. Lee 875 F.2d 584 (111. 19895
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1984
The Lanham Act

W.E. Bassett

Co. y. Revlon 435 F. 2d 656 (2d Cir. 1970)

()

Raxton Corp. V. Anania Assoc.s, 668

F.2d 622 (1st Cir. 1982)

Electro-
nic Corp. of Am. V. Honeywell. Inc. 1 358 F.Supp 1230
(Mass.) Aff’'d 487 F.2d 513 (1st Cir. 1973), (cert, denied)7

Noxell

Corp. V. Firehouse no.l Bar-B-Que.771 F.2d 521 (D.c. 1985)
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3 .3
( 127
13 .. 1959 )
. 36 (1)
(2)
(1)
*36.- (1) The owner of a trademark right or of a
right of exclusive use may require a person who s

infringing or is likely to infringe the trademark right or
right of exclusive use to discontinue or refrain from such

infringement.
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(2) The owner of a trademark right or of a right
of exclusive use who is acting under the preceding
subsection may demand the destruction of the articles by
which the act of infringement was committed, the removal
0 f the facilities used for the act of infringement, or

other measures necessary to prevent the infringement.

*38.- (1) Where the owner of a trademark right or
of a right of exclusive use claims, from a person who has
intentionally or negligently infringed the trademark right
or right of exclusive use, compensation for damage caused
to him by the infringement, the profits gained by the

infringer through the infringement shall be presumed to be
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the amount of damage suffered by the owner.

(2) The owner of a trademark right or of a
right of exclusive use may claim, from a person who has
intentionally or negligently infringed the trademark right
or the right of exclusive use, an amount of money which he
would normally be entitled to receive for the use of the
registered trademark, as the amount of damage suffered by
him.

(3) The preceding subsection shall not preclude a
claim to damages exceeding the amount referred to therein.
In such a case, where there has been neither willfulness
nor gross negligence on the part of the person who has
infringed the trademark right or the right of exclusive

use, the court may take this into consideration when

awarding damages.
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* 39 103
), 105 ), 106 (
)
* 103
*39.- Section 103 (presumption of negligence)

Section 105 (production of documents) and Section 106
(measures for recovery of reputation) of the Patent Law
shall apply mutatis mutandis to the infringement of a

trademark right or a right of exclusive use.

**103.- A person who has infringed a patent right



66

or exclusive license of another person shall he presumed
to have been negligent as far as the act of infringement

i concerned.

*105.- In litigation relating' to the infringemen {
of a patent right or exclusive license,the court may, upo
the request of a party, order the other party to produce
documents necessary for the assessment of the damage
caused by the infringement. However, this provision shal 1
not apply when the person possessing the documents has a

legitimate reason for refusing to produce them.
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*106.- Upon the request of a patentee or exclusive

licensee, the court may, in lieu of damages or in addition

thereto, order a person who has injured the business
reputation of the patentee or exclusive licensee by
infringing the patent right or exclusive license, whether
intentionally or negligently, to take the measures

necessary for the recovery of the business reputation.



36(2))

36(2))

36(2))

68

36(1))



103)

105)

an

»

69
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3.4
. 65
(1)
sArticle

Infringement )

(1)

exclusive use

65

right

(Right to
Any person
may reg

request

having

for

uest the

Prohibition

the trademark

person  who

10

of

has

right

or
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« 67 ( )*-k

infringed or might infringe his right to prohibit or
prevent such infringement.

(2) When the person having the trademark
or exclusive use right makes a request under Paragraph (1)
, he may request the disuse of things by which the infrin-
gement is caused, removal of equipment offered for the
infringemet, and other acts necessary for the prevention

of infringement.

«Article 67 (Presumption, etc. of Loss)

(1) In case where a person having the trademark
right or exclusive use right claims damages caused by any
infringement to the person who has infringed, on purpose

or by negligence, on his trademark right or exclusive wuse

right



12

e

e

right, if the person who has infringed the right, gained

any profit by the infringement, the amount of such profit

shall be presumed as the amount of the loss the person
having the trademark right or exclusive use right was 5 -
tained.

(2) In case where a person having the trademark
right or exclusive use right claims damages which he has
sustained by any infringement, to the person who infringed
intentionally or by negligence on his trademark right or
exclusive use right, he may claim damages by calculating
the amount equivalent to the amount he is able to receive
usually for any use of the registered trademard as the
amount of the loss which the person having the trademark

right or exclusive use right was sustained.

(3) Notwithstanding the provisions of Paragraph
(2), if the —amount of the loss exceeds the amount as
referred to in the said Paragraph, the excess amount may
also be claimed as compensation for damage. In this case,
if there is no intention or grave negligence on the side

of the person who infringed on the trademark right or
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exclusive use right,  the court shall take it into
consideration in determining the amount of damages.

1973 37 ] e q
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sArticle 69 (Recovery of Credit of Person, etc.
having Trademark Right) With respect to a person who makes
a person having a trademark right or exclusive use right
lose his business credit by infringing intentionally or by
negligence on the trademark right or exclusive use right,
the court may, upon a request of the person having the
trademark right or exclusive use right, order any measure
necessary for recovering the business credit of the person

having the trademark right or exclusive use right in lieu



of a compensation for damages or together with it

cArticle 70 (Presentation of Documents) In a law-
suit as to an infringement on a trademark right or exclu-
sive wuse right, the court may, upon a request of a party
order the other party to present documents necessary for
calculating the loss caused by the infringement, except in
case where a person who has the documents in hand, has a
justifiable reason for' refusal of presentation of the

documents.



65 (1

69)

65(2))

76



70)

1



(won)

10

2530)

18



254

264
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