19 R

(Doctrine)

(Case  Law)

(Exhaustion Doctrine)

41

(Ownership)

(ubiquitous nature)

Abdulgawi A. Yusuf and Andres Moncayo von Hase, "Intellectual
Property Protection and International Trade : Exhaustion of Rights Revisited,” 16 World

Competition 1(September 1992) : 117
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“exhaustion of right"
"First Sale Doctrine” (

L)

McCarthy’'s DESK ENCYCLOPEDIA of Intellectual Property

“exhaustion doctrine”

Frederick Abbott, Thomas Cottier and Francis Gurry, The International

Intellectual Property System: Commentary and Material (Part two), ( .SA. Kluwer law
International, 1999) p.604.

1B Commission on Intellectual and Industrial Property, Exhaustion of
Intellectual ~ Property Rights [Onling], 7 January 2000, Available from
www.iccwbo.org/home/statements_rules/statements/2000/exhaustion_of intellectualpro
perty_rights.asp

19 Tommaso M Valletti and Stefan Szymanski, Parallel Trade, international
exhaustion and intellectual property rights : a welfare analysis [Onling], December 2003,
0.2 Available from : http:/ww.cerp.Org/MEETSAAKCN/6/6613/papers/Valletti. pdf


http://www.iccwbo.org/home/statements_rules/statements/2000/exhaustion_of_intellectuaLpro
http://www.cerp.Org/MEETSAA/KCN/6/6613/papers/Valletti.pdf
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(licensee)2D

(Ubiquity)
(permanent) ik
(the holders of
industrial or commercial property right)
»
“Exhaustion of Rights” World Intellectual
Property Organization (WIPO)
(resale) (rental) (lending) (other
forms of commercial) /4B

J. Thomas McCarthy, Roger E Schechter and David J. Franklyn,

McCarthy’s DESK ENCYCLOPEDIA of INTELLECTUAL PROPERTY, 3d ed., (United
States of America: BNA Books, 2004) p.218.

A hig., p.8

a2 Karl H piny, The Significance of Intellectual Property at the
Community Level Vis-a-vis Non-E.u. Trading Nations, [online], Available from:
http://library.Ip.findlaw.com

A8 Padraig Dixon and Christine Greenhalgh, The Economics of
Intellectual Property: A Review to Identify Themes for Future Research [oniine],

November 2002, p.51. Available from : http://www.oiprc.ox.ac.uk


http://library.lp.findlaw.com
http://www.oiprc.ox.ac.uk
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' 1
? (Control  Distribution)
(resale)
(export) (import)24
TRIPS (Brussels
Draft) Article 6 } (Exhaustion)

“Subject to the provisions of Articles 3 and 4 above, nothing in this
Agreement imposes any obligation on, or limits the freedom of, PARTIES with respect to
the determination of their respective regimes regarding the exhaustion of any intellectual
property rights conferred in respect of the use, sale, importation or other distribution of

goods once those have been put on the market by or with the consent of right holder"

Article 6
(use)

(sale) (importation) (other distribution)

(exhaustion doctrine)

See, Lionel Bently and B'ad Sherman, Intellectual Property Law, 2rded.,

(Great Britain: Oxford University Press, 2004), p. 13.



2 y.d5)
1 (The Implied License Theory)
2. (Exhaustion Doctrine)
411 (The Implied License Theory)

(optional exhaustion)

Common Law

Betts V.

Wilmott LR Ch. App. 239 (1871)
(Implied License) ' * (reasonable
contemplated purposes) (Licensing

Agreement)

Abdulgawi A. Yusuf and Andres Moncayo von Hase, “Intellectual
Property Protection and International Trade: Exhaustion of Rights Revisited,” World

Competition 16: 117.
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(Breach of Contract)

(Implied License)

(Third Purchaser)

(Title-holder’s Right)26

4.1.2 (Exhaustion Doctring)

(automatic exhaustion)

*® Ibid., pp.118-119.
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Xr . . 1902 (The German Supreme
Court) Guajakol-Carbornate, RGZ 51, 139 (26 . . 1902)
a8

(US Supreme Court)

Adam V. Burke® . .1873
"210
¥ Ibid., p.119.
a8 " '

ADAdam V. Burke 84 US 453, 456 (1873)

20 S.K. Verma, Exhaustion of Intellectual Property Rights and Free Trade
- Article 6 of the TRIPS Agreement, International Review of Industrial Property and
Copyright Law (lie), 29 (5, 1998): 53s.
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"First Sale Doctrine” ( )

(public interest)

(the owner of the intellectual property right)2il

211

Ibid.
Abdulgawi A. Yusuf and Andres Moncayo von Hase, “Intellectual
Property Protection and International Trade: Exhaustion of Rights Revisited," World

Competition 16: 119-120.
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(Exhaustion Doctrine)

(exhaustion

doctrine) (first sale doctrine)

(owner)

213 Ibid., p. 119.
24 Paula Campbell Evans, Revisiting the Patent Exhaustion Doctrine

[Online], September 2003, P.1. Available from E-mail: pevans@palmerdodge.com


mailto:pevans@palmerdodge.com
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(resell) 25

Herman Cohen Jehoram, International exhaustion versus importation
right: @ murky area of intellectual property law [online], P.1., Available from:
www.ivir.nl/publications/cohenjehoram/Cohen2.doc

26 IcTsD-UNCTAD, Resource Book on  TRIPS and  Development
[Online], p.79., Available from: www.iprsonline.org

27 , ; , 316.


http://www.ivir.nl/publications/cohenjehoram/Cohen2.doc
http://www.iprsonline.org

)

Domestic Exhaustion)
@

®3)

Exhaustion)

421
Exhaustion or Domestic Exhaustion)

(Territoriality Principle)

* (parallel import)

117

3 28

(National Exhaustion

(Community Exhaustion)

(International

(National

(Margreth Barrett, “The United States' Doctrine of Exhaustion: Parallel Imports of
Patented Goods,” 27 Northern Kentucky University Law Review, 2000, p.914)

218 Frederick Abbott, Thomas Cottier and Francis Gurry, The International
Intellectual Property System : Commentary and Material (Part two), p.606.

29

, 32, 1( 2545) : 172
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(parallel import)

422 (Community
Exhaustion / Regional Exhaustion)

(Parallel Trade)

(European io )

Treaty of Rome Article 8221

20 : 174.
21 Article 82 of Treaty of Rome
“Prohibits any abuse of a dominant position within the whole or a

substantial part of the Common Market."
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" (Community

Exhaustion)

(community

exhaustion)

(The North American
Free Trade Agreement: NAFTA)
(exhaustion of intellectual property rights)

Chapter 17 NAFTA (the substantive provisions of NAFTA'  Chapter 17)

The Treaty of

Asuncion The Southern Cone Common Market (MERCOSUR)

Tommaso M. Valleti and Stefan Szymanski, Parallel Trade,
international exhaustion and intellectual property rights: a welfare analysis [online],
p.1., Available from: http://mww.cerp.Org/MEETSAA/KCN/6/6613/papersAl/a Tetti.pdf

, 32 174


http://www.cerp.Org/MEETSAA/KCN/6/6613/papers
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42.3 '
(International Exhaustion)

(public interest)

43

carsten Fink. Entering the jungle of Intellectual Property Rights

Exhaustion and Parallel Imports, draft prepared for Competitive Strategies for
Intellectual Property Protection conferences, Chile and Argentina, April 1999., p. 6.

25 S.K. Verma, Exhaustion of intellectual Property Rights and Free Trade
- Article 6 of the TRIPS Agreement, International Review of Industrial Property and
Copyright Law (lie) 29: 530.

26 Jinzo Fujino, “Parallel Imports of Patented Goods : The Supreme Court
Talks about Its LegaJIty [Online]," p. 170., Available from: http://mww.okuyama.com/c3v01lok.htm

/g

, 32: 175.


http://www.okuyama.com/c3v01ok.htm

Paris

431

UPOV

4311

Paris

TRIPS

Paris

21
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Paris

Paris

Paris

43.1.2

UPOV

UPOV . . 1991

Article 16 (1)

“(1) [Exhaustion of right] The breeder's right shall not extend to acts
concerning any material of the protected variety, or of a variety covered by the
provisions of article 14 (5), which has been sold or otherwise marketed by the breeder
or with his consent in the territory of the Contracting Party concerned, or any material

derived from the said material, unless such acts

() involve further propagation of the variety in question or
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(i) involve an export of material of the variety, which enables th
propagation of the variety, into a country which does not protect varieties of the plant
genus or species to which the variety belongs, except where the exported material is for

final consumption purposes."

Article

(propagation of the variety)

Article

“...has been sold or otherwise marketed by the breeder or with
his consent in the territory of the Contracting Party concerned...”

"Territory" Article 16 (3)

“(3) [“Territory" in certain cases] For the purposes of paragraph (1), all
the Contracting parties which are member States of one and the same
intergovernmental organization may act jointly, where the regulations of that organization
S0 require, to assimilate acts done on the territories of the States members of that
organization to acts done on their own territories and, should they do so, shall notify the

Secretary-General accordingly."
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43.1.3
TRIPS
TRIPS TRIPS
Article 628
3 4
Avrticle 6
TRIPS
TRIPS
25 (Exhaustion)
TRIPS

2B Article 6 of TRIPS Agreement : Exhaustion

For the purposes of dispute settlement under this Agreement, subject to
the provisions of Articles 3 and 4 nothing in this Agreement shall be used to address the
issue of the exhaustion of intellectual property rights.

29 Marco C.E.J. Bronckers, “The Exhaustion of Patent Rights under WTO
Law,” Journal Of \\OrId Trade, 32(s) 1998:142.
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(Dispute Settlement) WTO 2

Article 3 Article 4

Article 6 TRIPS
" (an agreement to disagree)
(WTO Members)
(National Exhaustion)
(Community Exhaustion)

(International  Exhaustion)

TRIPS
(Multilateral statute)
23
( . . Proposal) . .1987
TRIPS (Exhaustion)
(Counterfeit Goods)
GATT . . 1988

Daniel Gervais, The TRIPS Agreement: Drafting History and Analysis,
(London: Sweet & Maxwell, 1998), p.61.
A carsten Fink, ENtering the jungle of Intellectual Property Rights
Exhaustion and Parallel Imports, p. 5.
22 “Parallel import are not counterfeit goods and a multilateral framework

should not oblige parties to provide means of action against such goods”



26

(Exhaustion) , (Brussels Draft)
(Brussels Ministerial Conference) 1 37 1990
Anell

22 1990 (exhaustion)
Article 6

“Subject to the provisions of Articles 3 and 4 above, nothing in this
Agreement imposes any obligation on, or limits the freedom of, PARTIES with respect to
the determination of their respective regimes regarding the exhaustion of any intellectual
property rights conferred  respect of the use, sale, importation or other distribution of

goods once those have been put on the market by or with the consent of right holder”

(use) (sale) (importation)

(other distribution) TRIPS

Article 6 TRIPS

Article 6 TRIPS

(a single party)

(Community Exhaustion)

(a single party)

(Dunkel Draft)
Article 6
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TRIPS
(National Treatment) (MFN Clause)
(Doha Round) ' “
" (the Doha Declaration on the TRIPS Agreement
and Public Health) Article 6 TRIPS Agreement
TO
(Doha Declaration)
WTO Paragraph 5(d)Z3
(Doha Declaration)
(legitimate)
TRIPS
Paragraph 5 Declaration on the TRIPS Agreement and Public
Health
5. Accordingly and in the light of Paragraph 4 above, while maintainir

our commitments in the TRIPS Agreement, we recognize that these flexibilities include:
(d) The effect of the provisions in the TRIPS Agreement that are relevant

to the exhaustion of intellectual property rights is to leave each Member free to establish

its own regime for such exhaustion without challenge, subject to the MFN and national

treatment provision of Articles 3 and 4.
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43.2

(Free Trade Area)

(National  Exhaustion)

Free Flow of Trade



4321

(National ~ Exhaustion)

(National Exhaustion)

129
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44

(National Exhaustion)

(International Exhaustion)

(European Union Court of Justice)

441

U.S.C. Title 35 Chapter 28 Section 273 () (2
(Defense to Infringement)

(Exhaustion of right)

“(2) Exhaustion of right- The sale or other disposition of a useful and
product produced by a patented method, by a person entitled to assert a defense under

this section with respect to that useful and result shall exhaust the patent owner’s rights
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under the patent to the extent such rights would have been exhausted had such sale or

other disposition been made by the patent owner."

(Patent
Owner)
PPA
.s.c. Title 35 Chapter 15 Section 161-164
(Exhaustion of right)
el

(U.S.C. Title 35 Chapter 28 Section 273)
(Plant) o (any

parts thereof) *

Virginia ¢. Bennett, “Plant Biotechnology,” in The Law and Strategy of
BiOtGChﬂO'Ogy Patent, eds. Kenneth . Sibly, p.173.

*

(Plant) (any

parts thereof) .s.c. Title 35 Chapter 15 Section 163

(Plant) (any parts thereof)
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PVPA

.s.c. Title 7 Section 2541 (d)Zb

(Propagating)
(Harvested Material) (Plants) (any parts
thereof)
( )
(The United States’
Patent Act)

2535 U.S.C. 158163

"(d) Acts not considered infringing

It shall not be an infringement of the rights of the owner of a variety to
perform any act concerning propagating material of any kind, or harvested material,
including entire plants and parts of plants, of a protected variety that is sold or otherwise
marketed with the consent of the owner in the United States, unless the act involves
further propagation of the variety or involves an export of material of the variety, that
enables the propagation of the variety, into a country that does not protect varieties of
the plant genus or species to which the variety belongs, unless the exported material is

for final consumption purposes.”
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m Adams V. Burke, 84 USA 453, 456 (1873)\um

(National  Exhaustion)

(exclusive right) 20

* Common Law

Common Law

25 Margreth Barrett, "The United States' Doctrine of Exhaustion: Parallel
Imports of Patented Goods," 27 Northern Kentucky University Law Review, 2000: 916.

“" |bid.1p. 917.
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(the US Supreme Court)

Boesch v. Graff, 133 US 697 (1890)
Graff (Burners)
Boesch

Hecht

Hecht

(the principle of

independence of patents)

(patentee)

(exclusive license or distributor) Graff

”ZB

Keeler V| standard Folding Bed Co., 157 US 659 (1895) 22

wardrobe bedsteads (

Abdulgawi A. Yusuf and Andres Moncayo von Hase, “Intellectual

Property Protection and International Trade : Exhaustion of Rights Revisited,” World

Competition 16:123-124,

2D S.K. Verma, Exhaustion of Intellectual Property Rights and Free Trade
- Article 6 of the TRIPS Agreement, International Review of Industrial Property and

Copyright Law (lie), 29: 543,
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) (Massachusetts)
wardrode bedsteads (Michigan)
Massachusetts (The US Supreme Court) "

(an absolute property right)  wardrode bedsteads

wardrode bedsteads

wardrobe bedsteads

(national exhaustion)

Hillary A. Kreman, Caveat Venditor, “International Application of the

First Sale Doctrine,” Syracuse Journal of International Law and Commerce, (spring

1997): 162.
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(US Supreme Court)
(the Court of Appeals for the Federal Circuit)
(international exhaustion)

(national exhaustion)

(modified international exhaustion)

2 Dickerson
V. Matheson 57 F. 524 (2d Cir. 1893) (The Court of Appeals of the Second
Circuit)
(licensee)
Boesch V. Graff
(modified international exhaustion) Y
. . 2001 (Court of

Appeals for the Federal Circuit)
Jazz Photo V. ITC, (CAFC 2001) 264 F.3d

1094

Margreth Barrett, “The United States’ Doctrine of Exhaustion: Parallel
Imports of Patented Goods," Northern Kentucky University Law Review, 27 : 928,

*2 bid.
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International Trade Commission

CAFC
(FUJI)

FUJI

The Plant Variety Protection Act Plant Patent
Act

Monsanto Co. V. McFarling, 302

F3d 1291, 2002 . / App. LEXIS 17588 (Fed Cir. 2002) Monsanto Co. V. Trantham,

156 F. Supp. 2d 855 (W.D. Teenn. 2001) Monsanto Co. V. Swann, 308 F. Supp.
2d 937; 2003 (Monsanto)

(glyphosate-tolerant plants)

(valid restriction)

PVPA

442
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(EU Treaty) 28 ( 30 )23
" (Free Movement of Goods) 295 (222 )24
30 ( 36

)26

“ " (Free

Movement of Goods) “ " (Fair Competition) “
" (Common Market) 26
1965 2

Article 28 “Quantitative restriction on imports and all measures having
equivalent effect shall, without prejudice to the following provisions, be prohibited
between Member States.”

24 Article 295 “This treaty shall in no way prejudice the rules in the
Member States governing the system property ownership.”

25 Article 30 “The provisions of Articles 28-29 shall not preclude or
restrictions on imports or goods in transit justified on grounds of public security; the
protection of health and life of humans, animals or plants; the protection of national
treasures possessing artistic, historic or archaeological value; or the protection of the
industrial and commercial property. Such prohibitions or restrictions shall not, however,
constitute a means of arbitrary discrimination or a disguised restriction on trade between
Member States"

26 S.K. Verma, “Exhaustion of Intellectual Property Rights and Free Trade
- Article B of The TRIPs Agreement,” International Review of Industrial Property and
Copyright Law, 29; 546-547.
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(EC Treaty) (Common Market)

(Community Exhaustion)

(National Exhaustion)247

(European Union)
(parallel import)
(parallel trading)
(jurisprudence) (The

European Court of Justice : ECJ)28

1964 Consten and Grunding V. Commission2b

(parallel trademark rights)

(free movement of goods)

ECJ

Abdulgawi A. Yusuf and Andres Moncayo von Hase, Intellectual
Property Protection and International Trade: Exhaustion of Rights Revisited, World
Competition 16:120.
28 Carsten Fink, Entering the jungle of Intellectual Property Rights
Exhaustion and Parallel Imports, p.5.

20 Consten and Grunding V. Commission Cases 56, 58/64, [1966] ECR 299.
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(Intra-Community exhaustion doctrine)
(quantitative restrictions)

(measures with equivalent effects) 28 EC TreatyZ)

TRIPS EC (European Community)
(Intra-Community  exhaustion)
ol

Centrafarm V. Sterling Drug, case 15/74,1974 ECR 1147, 6 lie 103 (1975)

(E.c. Treaty)

(the free movement of goods in the Common Market)"22

uncTap/ IcTsp, Resource Book on Trips and Development [oniine],
ICTSD-UNCTAD Capacity Build Project on IPRs and Sustainable Development, October
2002 1p.82 Available from : http://www.iprsonline.org
** \bid.

2 |bid.


http://www.iprsonline.org
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', (Compulsory  Licensing)

Pharmon V. Hoechst AG (1986) 19/84

ECR 2281
(ECJ)
(exhaustion of distribution rights) Merck V.
stepharZ®* (Merck) "Moduretic"
(Stephar)

(safeguard)

Herman Cohen Jehoram, INtemational exhaustion versus importation
nght d murky area of intellectual proper[y law [Online], P.1, Available from:
http://www.ivir.nl/publication/cohenjehoram/cohen2.doc

** Merck V. stephar, case 187/80 (1981) 3 CMLR 463.


http://www.ivir.nl/publication/cohenjehoram/cohen2.doc
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(Common Market)

5

(marketing consent) (monopolistic rights) 5

Merck & Co. Inc. V.
Primecrown Ltd., R V. Medicines Control Agency, ex parte Smith and Nephew
Pharmaceuticals, and Beecham Group V. Europharm

Merck V. stephar V34

EC

Abdulgawi A. Yusuf and Andres Moncayo Van Hase, “Intellectual

Property Protection and International Trade: Exhaustion of Rights Revisited,” World
Competition Law and Economics review, 16: 121

25 |bid., pp.121-122

X% S.K. Verma, “Exhaustion of Intellectual Property Rights and Free Trade
- Article 6 of The TRIPs Agreement. INfemational Review of Industrial Property and
Copyright Law (lie) 29: 548

&7 Christopher Heath, Parallel IrT]JOI’[S and International Trade [Online], p. 5.

28 UNCTAD/ IcTsD, Resource Book on Trips and Development, ictsp-
UNCTAD Capacity Build Project on IPRs and Sustainable Development, October 2002,

p.82, available from: http://www.iprsonline.org


http://www.iprsonline.org
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Community Directive Article
28 The Community Patent Convention 1975
(Community Patent)
(trade barriers)
(anti-

competitive practices) (ECJ)

443

(Patent Law)

(The Seeds and Seedlings Law)

BBSZD

S.K. Verma, “Exhaustion of Intellectual Property Rights and Free Trade

- Article 6 of The TRIPs Agreement". International Review of Industrial Property and
Copyright Law, 29: s40.

) BBS Kraftfahrzeug Technik AG v. Kabushki Kaisha Racimex, Case

No.7 Helsei (WO) 1988 (1997)
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(International Exhaustion)

(The Principle of Independence of Patent)

(Territorial Principle)&L

BBS
. .1969 Brunswick Corp.

V. Orion Kogyo, KK. Brunswick

Bowling Pin Brunswick

(sublicense)
Orion  Kogyo
Brunswick Orion Kogyo
(independent of patent) (territorial principle)

Paris

Nobuo Monya, Parallel Importation of Goods Protected by Intellectual
Property Rights: Concerning, in Particular, Parallel Importation of Patented Products, 2004, p.3
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(royalties)

(award of double profits)

BBS

Japanese-Auto Products Inc. (Japanese-Auto)
Lacimex Japan Company

BBS Kraftfahrzeug Technik A.G.

Japanese-Auto Lacimex

S.K. Verma, "Exhaustion of Intellectual Property Rights and Free Trade

- Article 6 of the TRIPS Agreement,” International Review of Industrial Property and
Copyright Law (|Ie) 29: 541.
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BBS BBS

(Single Opportunity Theory)

(actual situational of international economics transactions2®)

(Supreme Court)

(international exhaustion doctrine)

Mathew R.Hicks, “Japaneses-Auto Product v. BBS: A Threat to
Exacerbate u.s.-Japanese Trade Relations,” 19 Loyola of Los Angles International &
Conparative Law Review, (January, 1997): p.479-505.
2 Nubuo Mony Parallel Importation of Goods Protected by Intellectual
Property Rights: Concerning in Particular, Parallel Importation of Patented Products, p.2-3.
“** Ibid.
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1 (Sectionl) (Japanese patent code)
(inventor's

interest) (public interest)

(Domestic  Sales)

BBS

(Minimum standard) TRIPS

(Exhaustion of Rights)

Article 6 TRIPS

(National ~ Treatment)

(Most-Favored Nation Clause)

Nanao Naoko, Koyama Takairo and Sudo Hiromi, “Decision on

Parallel Imports of patented Goods" Available from http://www.idea.piercelaw
.edu/articles/36/36_13.Naoko.paf.


http://www.idea.piercelaw
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. . 2522 ( 3)

. . 2542 . . 2542

451
5D (3 ..50

2522
( 3) . . 2542
TRIPS

Article 28 TRIPS

(Rights’ Conferred)

“1. A patent shall confer on its owner the following exclusive rights:

(@ where the subject matter of a patent is a product, to prevent third
parties not having his consent from the acts of: making, using
offering for sale, selling, or importing®A for these purposes that

product;

(b) where the subject matter of a patent is a process, to prevent third
parties not having his consent from the act of using the process,
and from the acts of: using offering for sale, selling, or importing for

these purposes at least the product obtained directly by that

process.

[6L This right, like other rights conferred under this Agreement in respect
of the use, sale, importation or other distribution of goods, is subject to the provisions of

Article 6 above.
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Article 28

36 2(7)

(International Exhaustion)

63

542 9L



452
. 2542

33 2(6)

R

36(7)

36

, 2545): 177-178.

(Layout design)

65

150
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(International  Exhaustion)

. . 2542

453

. . 2522

( 3) . .2542 . .2542

2817/2543

2543

, 2544), 169.



. 2543

2817/2543211

, 32 ( , 2545): 177-178.

(Parallel Import)

152
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