Ugymnisteudnsiseniedluyaazsliafiintunounisleudnidng

a a

UANOEN ANENT

¥ <

%mﬁwuﬁﬁLﬂudauwﬁwaamiﬁﬂmmmé’ﬂQmﬂ%mﬁgwﬁamammmﬁmsﬁm
anmvlaaans lddeinnipiv/dieuwin
ANEAMANS PaINTAluINg sy
Un1s@nwn 2563

AUaAVEvIPAINTAIININeAY



Legal Problems on Assignment of claims in past infringement before Patent

Assignment

Miss Maritsada Khamsitti

A Thesis Submitted in Partial Fulfillment of the Requirements
for the Degree of Master of Laws in Laws
Common Course
FACULTY OF LAW
Chulalongkorn University
Academic Year 2020

Copyright of Chulalongkorn University



£
=< 1

e Ineinus Tgymmisleudnsiseniedluyanzilinmiindunounis

louansuns
oy W.A.UqEY ANENS
GRUAPRY UAAans
919158 N Ineiwududn AENIINTE As.ATuYIngal Tandiug

Azdifenans unainsalunivends syliRliduinerdnusatuilludiunisves

NsANwIAUENgnsUSY e HRman st

___________________________________________________________________________ AMUAAMLIRAENS
(§928Mans19138 as.UI0n ATIIYE)
a a &
AMYNISUNITEDUINGITNUS
Use51UnTIUNIT

217159NUS NN NUSUAN

A33UNTT

(919158 A9.00AT F15979)



ugug Aans : Jywinisleudnsitenfedluyaasilinfiintunsunislewansdng. ( Legal Problems on Assignment

of claims in past infringement before Patent Assignment) 8.71Usnwwen : A. as.Atuvinsal landviug

Tutagtulainislewansdnslunisgsiauniu lnalelinistevednsing dredvsunstoutzromaaasuieniu
avsUmsiinuazamudeiiinnuduaiinzamulaeivssiuiidosinsanidniinsdnangnasdaviell wsznisazidednddng

P
=

A a ' = v a aw o q Vvy = & v a awv M oM vy o a aw U v
Mfinfuneuiivzlasulonansdnsueailigiulouiiauludve sdnsdnsaulmililisunanauunuannisidnsdasiululdld
stufiuiinazdelonialummansluewan fiuleufidesnedeanisieiulignsyriazdaneufinuszsulewdvsdnsseiunisnsgih

azfinnanan Inedussrulymmangmneiinerinsiaj@nunidnsisonseduyeazliniiintutounsloudndtne Wemu

vaa a o

nszswdyaRansdnen.a.2522 lnsusesiansdnsananansaleuliuniuls waliladinisimusveuiwainfidnslatnmlou

ndsfulouansins Salussiuimilyaasfindvstnsiifsturounsloudvstasiuaslouumioutunslouanstasldvielsi
wardeBnsuazkavesngmnglalussuungrunslng uagdinisfananivnzauiels wedn Auanstnsdeddnvaziameeny
nguaneane Glsuddddnuinsesvdydfansdns w.a.2522 Yssananguangunsuaznfivd uazngvangasusenag laun
ngvevesUsEmMAAuSTaIENT NN TeUTHMAENI1TIIINTSINgY warngunevesUTsAmE sSgNS uaaiothunu

wumslunsinsgidgmidnan

o
= A

Pnmsinwmuin andiendeduyeezidaiitintudeunislouansinsdsie fudnsiFundesiitinennisasiiin

a wvas a

av = g a 4 aa o & a ad Yy w1 i 1Y
awﬁumsmLUuﬂﬁamemmgwmmaww fla WIES19V1 YAFANTUNTN.A.2522 ‘U\T?I‘WﬁLiEJﬂiaﬂﬂﬂﬂa?'ﬂiﬂaulﬂG]'JEJNa‘Ua\Tﬂ'ﬁIE]u

7

sy mnuszasdezloudasowansanuileuten InednsisuneduyeandindniUnstodudviisonfesdusiaiasanlileu

Imundnnistewdnsienfowmulssanangruneunsuazdyd uilouldamensdifildlonavssenieduyaasaiintuneou

A G a as v oo a o

mstenavsdnslubiungsulounisulewdnstnsdie ewnanstenseduyaaudndvddnstoduandisonsesiignfinfuaniuzaes

a au v

Avsednsing {3uloudsesdedianuzilugnsd@ndtnmeinrauseiuloudnitunfowiinandudenadosiuianuisuaives

U

a

ngmneansias sddunsdasdesinsanliflowianstasiiauysal fonisviulundsdeuazannzfoudontinaudmiiin

o '

wazswayelRansdnan.r.2522 auuns 41 Uszneuiunislewdndisensesiiauysalmenisindunidesazaziosuannaiown

b7

o
& A 1 s ay v ' a e = oA

aﬂ%u%‘iaﬁﬂVmEJ‘LJEJEJlJLﬂuﬂu\iﬂ@LWEJ%Jﬂ‘ﬂu(ﬂaﬁyﬂMuLMﬂﬁWﬁlﬂﬁﬂﬂﬂﬁﬂu'Jaﬂ{]%ll’]EJLLWQLLﬁZW']m‘UEJ&J’W]i’] 306 Jazdoidsuloudns

U

P
a &

BonesluyaasiinfiintureunisloudnitnsesSenlignuitiss villuyaasdiadananld uinmslindnnisleuavioniesnu

Uszananguineuauarmaldfrldmngauuaziivawaiuanmdymding

wa o o

shownil fifeuiaausliinmsimuuasiuduuniydfdetunslevdviBenieduyaazdniifinduteunisiou
a aw ° '3 a ao o o vas a o P va P
andling wasimunauanysalveanisloudnsUnslitaaulilunse sy ydRansinim.a.2522 Wielvlingunedalunalnlunis

I3

AuasasdvsUnsividenadesiuanunsuaivesngmnedvsinsuaziinanudussuvvesngvanednidng

197370 dReans ANBUDTDUAN oo

o

Ynsfnen 2563 081078 D.AUSAWIARN oo



# # 6280158534 : MAJOR LAWS
KEYWORD:
Maritsada Khamsitti : Legal Problems on Assignment of claims in past infringement before Patent

Assignment. Advisor: Prof. Sanunkorn Sotthibandhu, Dr.Jur.

At present, Patents are currently being transferred in the business world. When a patent is traded, Patent
buyers must require to verify that patent are worth investing in, considering whether the patent has been infringed. Since
patent infringement impacts their future benefit and market opportunities. As a result, before accepting the patent, the
assignee must determine whether or not the patent is infringing. There are legal issues regarding past infringement
claims, The Patent Act B.E. 2522 has certified that such patents can be assigned to each other but does not define the
assignment objects are assigned to the assignee. Therefore, there has been some argument about whether the
obligations in past infringement before patent assignment can be assigned with patent assignment, as is procedure and
consequences in the Thai legal system. To provide some guideline for the analysis of such problems. The author has
conducted a study on the Patent Act B.E. 2522 and the Civil and Commercial Code including the foreign laws such as the

United States Law, the United Kingdom Law and the French Law.

These results indicate that the claim in past infringement before patent assignment, which are claims arising
from patent infringements which are violations of specific laws, is the Patent Act B.E. 2522, and that such claim is not
assigned with patent assignment but declares an intention separately. The claim is assignable by the principle of
Assignment of claims under the Civil and Commercial Code but it can only be assigned to the assignee who has
accepted the patent assignment because the patent infringement claims are tied to the status of the patent holder. In
order to accept such claims in accordance with the spirit of the patent law, the assignee must also have the status of a
patent holder. As a result of this case, the validity must be considered. the validity of patent assignment must be in
writing and registered under the Patent Act B.E. 2522, as well as the validity of the assignment of claims must be in
writing and given notice to the debtor or the debtor has consented to the assignment in writing under the Civil and
Commercial Code. According to my previous point, the assignee will have the authority to enforce the claims. However,

the Civil and Commercial Code's principle of claim assignment is neither appropriate nor sufficient for such problems.

For this reason, the author proposes to interpret and amend the provision of the Patent Act B.E. 2522
relating to the assignment of claim in past infringement before patent assignment and the validity of the patent
assignment. To have a law that is a mechanism for patent protection that is accordance with the spirit of the patent law

and to have a systematic approach to patent law.

Field of Study: Laws Student's Signature .........cocceevreeneenes
Academic Year: 2020 Advisor's Signature .........ccccvceeeerreeen.
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' TRIPs Agreement: Article 34 Process Patents: Burden of Proof

1. For the purposes of civil proceedings in respect of the infringement of the rights of
the owner referred to in paragraph 1(b) of Article 28, if the subject matter of a patent is a process
for obtaining a product, the judicial authorities shall have the authority to order the defendant to
prove that the process to obtain an identical product is different from the patented process.
Therefore, Members shall provide, in at least one of the following circumstances, that any
identical product when produced without the consent of the patent owner shall, in the absence
of proof to the contrary, be deemed to have been obtained by the patented process:
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' TRIPs Agreement: Article 44 Injunctions

1. The judicial authorities shall have the authority to order a party to desist from an
infringement, inter alia to prevent the entry into the channels of commerce in their jurisdiction of
imported goods that involve the infringement of an intellectual property right, immediately after
customs clearance of such goods. Members are not obliged to accord such authority in respect
of protected subject matter acquired or ordered by a person prior to knowing or having
reasonable grounds to know that dealing in such subject matter would entail the infringement of
an intellectual property right.

2. Notwithstanding the other provisions of this Part and provided that the provisions of
Part Il specifically addressing use by governments, or by third parties authorized by a government,
without the authorization of the right holder are complied with, Members may limit the remedies
available against such use to payment of remuneration in accordance with subparagraph (h) of
Article 31. In other cases, the remedies under this Part shall apply or, where these remedies are
inconsistent with a Member’s law, declaratory judgments and adequate compensation shall be
available.
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P! TRIPs Agreement: Article 42 Fair and Equitable Procedures
Members shall make available to right holders (11) civil judicial procedures concerning

the enforcement of any intellectual property right covered by this Agreement. Defendants shall
have the right to written notice which is timely and contains sufficient detail, including the basis
of the claims. Parties shall be allowed to be represented by independent legal counsel, and
procedures shall not impose overly burdensome requirements concerning mandatory personal
appearances. All parties to such procedures shall be duly entitled to substantiate their claims
and to present all relevant evidence. The procedure shall provide a means to identify and
protect confidential information, unless this would be contrary to existing constitutional
requirements.
"% TRIPs Agreement, Article 43: Evidence

1. The judicial authorities shall have the authority, where a party has presented
reasonably available evidence sufficient to support its claims and has specified evidence relevant
to substantiation of its claims which lies in the control of the opposing party, to order that this

evidence be produced by the opposing party, subject in appropriate cases to conditions which

ensure the protection of confidential information.
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2. In cases in which a party to a proceeding voluntarily and without good reason refuses
access to, or otherwise does not provide necessary information within a reasonable period, or
significantly impedes a procedure relating to an enforcement action, a Member may accord
judicial authorities the authority to make preliminary and final determinations, affirmative or
negative, on the basis of the information presented to them, including the complaint or the
allegation presented by the party adversely affected by the denial of access to information,

subject to providing the parties an opportunity to be heard on the allegations or evidence.
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UTAgIU (Case Law) Afin1sAauundyfilunsesudygianidaslundaziio

9 =

Usznausensaiiundyginguungliaseurquisdowiaassmiintu IneUgydfneidiuns

o

1137

Toudnsunsliluins 2617 nanindnsunsluansgensniidnvusdunsnddudiuyana

* Richard Stim, Intellectual Property: Patents, Trademarks, and Copyrights, 2 ed. (United

States: Thomson Learning, 2001).p.11

P35 US.C. §261. Ownership; assignment
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d1m5uisnslaudnsinsaiuisaiasanla mnlulssuiangvuneg

an5Unsan3gaiuing (The United States Code: Title 35 - Patents) 11051 26119 Tag

AnusISnsleuansing As vindunilsdslansaiunsalauansianus wse lauansuisdrun

“Subject to the provisions of this title, patents shall have the attributes of

personal property”

"% Richard Stim, Intellectual Property: Patents, Trademarks, and Copyrights.p.457-458

" Brian G. Brunsvold Harry R. Mayers, Drafting Patent License Agreemant, Third ed.

(Washington, D.C.: The Bureau of National Affairs, Inc., 2007).p.31
1% 35 J.S.C. §261. Ownership; assignment
“Subject to the provisions of this title, patents shall have the attributes of
personal property.

Applications for patent, patents, or any interest therein, shall be assignable in
law by an instrument in writing. The applicant, patentee, or his assigns or legal representatives
may in like manner grant and convey an exclusive right under his application for patent, or
patents, to the whole or any specified part of the United States.

A certificate of acknowledgment under the hand and official seal of a person
authorized to administer oaths within the United States, or, in a foreign country, of a diplomatic
or consular officer of the United States or an officer authorized to administer oaths whose
authority is proved by a certificate of a diplomatic or consular officer of the United States, or
apostille of an official designated by a foreign country which, by treaty or convention, accords
like effect to apostilles of designated officials in the United States, shall be prima facie evidence
of the execution of an assignment, grant or conveyance of a patent or application for patent.

An assignment, grant or conveyance shall be void as against any subsequent
purchaser or mortgagee for a valuable consideration, without notice, unless it is recorded in the

Patent and Trademark Office within three months from its date or prior to the date of such

subsequent purchase or mortgage.”
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nguuednsinsveslseimaansgaiinimulsEuIang e
anigeluin1iadof 35 1309 An5URT A.M.1952 (United States Code 1952 Title 35 -

Patents) un31 2711 lasinsdyafieaiunisazlinaniinslilunguunaaniz 1193

' 35 U.S.C. §261. Ownership; assignment

“....An assignment, grant or conveyance shall be void as against any subsequent
purchaser or mortgagee for a valuable consideration, without notice, unless it is recorded in the
Patent and Trademark Office within three months from its date or prior to the date of such
subsequent purchase or mortgage.”

12 Richard Stim, Intellectual Property: Patents, Trademarks, and Copyrights.457-458

' Irving Mandell, How to Protect and Patent Your Invention (New York: Oceana

Publications, 1957).p.30

144

Patent Act of United State, Section 271 Infringement of patent.
§271. Infringement of patent
(a)Except as otherwise provided in this title, whoever without authority makes,
uses, offers to sell, or sells any patented invention, within the United States or imports into the
United States any patented invention during the term of the patent therefor, infringes the patent.
(b)Whoever actively induces infringement of a patent shall be liable as an
infringer.
(cWhoever offers to sell or sells within the United States or imports into the
United States a component of a patented machine, manufacture, combination or composition, or

a material or apparatus for use in practicing a patented process, constituting a material part of
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MsUsERugilesuanstng deeradianuiislugnududiidiusiunszviaszida (Contributory
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An (Contributory Infringement) usthignunsaldiludesiaddmsunsazidinlnensald Fansdl
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the invention, knowing the same to be especially made or especially adapted for use in an
infringement of such patent, and not a staple article or commodity of commerce suitable for
substantial non-infringing use, shall be liable as a contributory infringer.

P gvane@vsUnInsUseaYs - Useimeanigewsni.' wih 10

16 Saurabh Vishubhakat, "An Intentional Tort Theory of Patent," [Online] Accessed: [14
June 2021]. Available from: https://scholarship.law.ufl.edu/flr/vol68/iss2/8/P.573
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'8 Brian G. Brunsvold Harry R. Mayers, Drafting Patent License Agreemant.65

' "Moore V. Marsh, 74 U.S. 515 (1868) ", Tu Justia US Supreme Court(U.S. Supreme

Court, 1868).
9 "Arachnid, Inc. V. Merit Industries, Inc. 939 F.2d 1574 (Fed. Cir. 1991)," Tu
Casetext(United States Court of Appeals, Federal Circuit, Jul 29, 1991).
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for Past Damages Held Insufficient on Summary Judgment; Summary Judgment Granted to Limit
Damages to Period after Patent Was Acquired,"” [Online] Accessed: [12 May 2021]. Available from:
https://patentlaw.jmbm.com/

% "Minco, Inc. V. Combustion Engineering, Inc.95 F.3d 1109 (Fed. Cir. 1996)," Tu
Casetext(United States Court of Appeals, Federal Circuit, Sep 10, 1996).

%3 "Abraxis Bioscience, Inc. V. Navinta Llc 625 F.3d 1359 (Fed. Cir. 2010)," lu
Casetext(United States Court of Appeals, Federal Circuit, Nov 9, 2010).
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° Charles Bieneman: Bejin Bieneman intellectual property attorneys, "Date of
Assignment Limits Standing for Patent Plaintiff," [Online] Accessed: [11 May 2021]. Available from:
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Supreme Court, 1923).
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27 Joanne Ceballos, "Trademark Issue Posed by Internet Keywords," [Online] Accessed: [8

June 2021]. Available from: https://www.ratnerprestia.com/\ib/sitefiles/pdf/Newsletters/18 2.pdf
1% 35 .S. Code §281. Remedy for infringement of patent

“A patentee shall have remedy by civil action for infringement of his patent.”
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" Maximilian A Grant Adam M. Greenfield and Demon C. Andrews: Latham & Watkins
LLP, "Getting Your House in Order: Patent Ownership and the Corporate Structure," Bloomberg
Law Reports (2012).

' Manning Lilenfeld LLP, "Standing and Other Pre-Suit Considerations in Patent,
Trademark, and Copyright Case," [Online] Accessed: [11 May 2021]. Available from:
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L g nane@vsUnInsUsEAYS - Ussimeansgewsni.' i 10

2 " A MNNEN1TRRNLUUNAAAMY - UsenAansgawsni.” i 5



73

aNgIUTARUIENSENasiinvs oAt EyiNTalAdVIEYRAA VB UUNEA M 191709
a awv ] 1% ] = % Y % a4 A @Y v o

angdndaunsaieedenaliioveauduasesiingald Insduwllalanlineumaiien
a ! & A4 guva o

N og9lsnanIEulAsNgn

a ¥ a

d1usunisatiuafaziindnsunsasneaiiarsanfedyyile

=

angdng FedmsuansilesTedluyassliniifinvunauazdesinisimualilagdaudednoed
Jonnadloutlasdedluyaaslafiintunou wnlidivualilaedaudanionnlidnisleuans

aanarsaziibigsuleulifinunaluyaasidindnagnate®

4.3 NVANYYBIUTLINATNIIVOIUIINTIING W

4.3.1 wannguureinetasiunisleusniing

1) ANYULYBINITLAURANTUNS

nvaneveIlsEmAarIteIuTnIsIng ulalundygRinediunig

LouansUnsnunseswiyafansuns a.a.1977 (The Patents Act 1977) Inedindnngmang
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' Megan Luh, "Seemingly Simple Things That Are Often Done Wrong: Patent

Assignments and the German Act on Employee Inventions," [Online] Accessed: [8 June 2021].
Available from: https://www.porterhedges.com/patent-litigation-law-blog/seemingly-simple-
things-that-are-often-done

*patent Act of United Kingdom: Nature of, and transactions in, patents and applications
for patents, Section 30

“(1Any patent or application for a patent is personal property (without being a

thing in action), and any patent or any such application and rights in or under it may be
transferred, created or granted in accordance with subsections (2) to (7) below.”

' European Commission Executive Agency for Competitiveness and Innovation (EAC),
"Fact Sheet Commercialising Intellectual Property: Assisnment Agreements " European IPR

Helpdesk (2013).p.3
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' patent Act of United Kingdom: Nature of, and transactions in, patents and applications

for patents, Section 30(6)
“(6) Any of the following transactions, that is to say—

(a)any assignment or mortgage of a patent or any such application, or
any right in a patent or any such application;

(b)any assent relating to any patent or any such application or right;
shall be void unless it is in writing and is signed by or on behalf of the parties to the transaction
(or, in the case of an assent or other transaction by a personal representative, by or on behalf of
the personal representative) or in the case of a body corporate is so signed or is under the seal
of that body.”

1" Effect of registration, etc., on rights in patents Section 33
“(1) Any person who claims to have acquired the property in a patent or
application for a patent by virtue of any transaction, instrument or event to which this section
applies shall be entitled as against any other person who claims to have acquired that property
by virtue of an earlier transaction, instrument or event to which this section applies if, at the time
of the later transaction, instrument or event —

(a) the earlier transaction, instrument or event was not registered, or...

(3) This section applies to the following transactions, instruments and events -

(a) the assignment or assignation of a patent or application for a patent,

or arightin it;”
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4.3.2 vannguuneingadasiunisleudnsiseniasyaasilingnsdng

4.3.2.1. wannguanedinuanisnsziindiiunisazifindnidng

vaa a o

AN YUY AANSURT A.A.1977 U1AT1 60 TanIruANITNTEYN

o

polutineluansivoraninsdingudensuseavgilasuanuduasedlaglilasuninugugey

1% Andrew Clay of Squire Sander Hammonds, "Transferring Intellectual Property Rights

Avioding the Pitfalls," [Online] Accessed: [7 June 2021]. Available from:
https://uk.practicallaw.thomsonreuters.com/2-504-
4154?transitionType=Default&contextData=(sc.Default)&firstPage=truep.46

' Robert Furneaux and Rebecca Kaye THOMSON REUTERS PRACTICAL LAW, "Ip in
Business Transactions: Uk (England and Wales) Overview," [Online] Accessed: [14 May 2021].
Available from: https://uk.practicallaw.thomsonreuters.com/0-501-
8472transitionType=Default&contextData=(sc.Default)&firstPage=true

9 Patent Act of United Kingdom: Effect on non-registration on infringement proceedings
Section 68.

“Where by virtue of a transaction, instrument or event to which section 33
above applies a person becomes the proprietor or one of the proprietors or an exclusive licensee
of a patent and the patent is subsequently infringed, before the transaction, instrument or event
is registered, in proceedings for such an infringement, the court or comptroller shall not award
him costs or expenses unless -

(a) the transaction, instrument or event is registered within the period of six
months beginning with its date; or

(b) the court or the comptroller is satisfied that it was not practicable to register
the transaction, instrument or event before the end of that period and that it was registered as

soon as practicable thereafter.”
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" patent Act of United Kingdom: Proceedings for infringement of patent, Section 61

“(1) Subject to the following provisions of this Part of this Act, civil proceedings
may be brought in the court by the proprietor of a patent in respect of any act alleged to infringe
the patent and (without prejudice to any other jurisdiction of the court) in those proceedings a
claim may be made...”

"2 patent Act of United Kingdom: Meaning of infringement, Section 60

“(1) Subject to the provisions of this section, a person infringes a patent for an
invention if, but only if, while the patent is in force, he does any of the following things in the
United Kingdom in relation to the invention without the consent of the proprietor of the patent,
that is to say -

(a) where the invention is a product, he makes, disposes of, offers to
dispose of, uses or imports the product or keeps it whether for disposal or otherwise;

(b) where the invention is a process, he uses the process or he offers it
for use in the United Kingdom when he knows, or it is obvious to a reasonable person in the
circumstances, that its use there without the consent of the proprietor would be an infringement
of the patent;

(c) where the invention is a process, he disposes of, offers to dispose of,
uses or imports any product obtained directly by means of that process or keeps any such
product whether for disposal or otherwise.

(2) Subject to the following provisions of this section, a person (other than the
proprietor of the patent) also infringes a patent for an invention if, while the patent is in force
and without the consent of the proprietor, he supplies or offers to supply in the United Kingdom
a person other than a licensee or other person entitled to work the invention with any of the
means, relating to an essential element of the invention, for putting the invention into effect
when he knows, or it is obvious to a reasonable person in the circumstances, that those means
are suitable for putting, and are intended to put, the invention into effect in the United

Kingdom....”
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A3 Nslaudnsisuniosmunse 19Uy ANSNOdU A.A.1925 (Law of Property Act 1925)

o

1951 136(1)'7* Fadunaniseanislewdnsisonsedurinligsuleulidnsndaduauansiinu

' patent Act of United Kingdom: Nature of, and transactions in, patents and applications

for patents, Section 30(7)

“An assignment of a patent or any such application or a share in it, and an
exclusive licence granted under any patent or any such application, may confer on the assignee
or licensee the right of the assignor or licensor to bring proceedings by virtue of section 61 or 69
below for a previous infringement or to bring proceedings under section 58 below for a previous
act”

" Law of Property Act 1925: section 136 Legal assigcnments of things in action.
“(1) Any absolute assignment by writing under the hand of the assignor (not
purporting to be by way of charge only) of any debt or other legal thing in action, of which

express notice in writing has been given to the debtor, trustee or other person from whom the

assignor would have been entitled to claim such debt or thing in action, is effectual in law
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(subject to equities having priority over the right of the assignee) to pass and transfer from the

date of such notice...”

' Nico Leslie Oxford Legal Research Marcus Smith, " The Law of Assignment (3rd

Edition)," [Online] Accessed: [12 May 2021]. Available from: https://olrl.ouplaw.com/

' Andrew Clay of Squire Sander Hammonds, "Transferring Intellectual Property Rights

Avioding the Pitfalls."p.49

" Konrad Zweigert and Hein koiz, Introduction to Comparative Law, trans. Tony Weir, 2

ed. (United States: Oxford University Press, New York, 1987).p.136, Joseph Chitty, Chitty on
Contracts (London: Sweet & Maxwell., 1968).p.474-475
® nsunswddunislya, "norunednsing - ausireudns (Sange)." wi 10

' Patent Act of United Kingdom: Proceedings for infringement of patent Section 61
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4.4.1 nénnguaneNNgIaInUN1TlauEnsUns
1) dnwazvaIn1sloudnsing

ngvueansUnsveIlssmaans1susgrsuea JaguulatinisUnas

A7)

‘Uszmaﬂ{]‘wmw%wé%umaﬂzgﬁy“ul,n/iailszmm%"ﬁma (Intellectual Property Code 1992

%39 IPC) A.A.1992 dusunisloudnding lain1sdyaalilu u1ns 613-8 1@NsURI019

2180

Touldvismunnsousadulinnyaaadula ® gefidnvazndunislounnududivesdnsa

Ly

ansUnsliuniupnadu

“(1) Subject to the following provisions of this Part of this Act, civil proceedings
may be brought in the court by the proprietor of a patent in respect of any act alleged to infringe
the patent and (without prejudice to any other jurisdiction of the court) in those proceedings a
claim may be made -

(a) for an injunction or interdict restraining the defendant or defender
from any apprehended act of infringement;

(b) for an order for him to deliver up or destroy any patented product
in relation to which the patent is infringed or any article in which that product is inextricably
comprised;

(c) for damages in respect of the infringement;

(d) for an account of the profits derived by him from the infringement;

(e) for a declaration or declarator that the patent is valid and has been
infringed by him.”

"% Article L613-8 and following IPC.
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luagBuagaisaansilounodrdnaudnsvnsumiesid Institut National de la Propriété

2183

Industrielle (INPI) wiialvinsteutiuinadsruldiuynnananula ' vieenvaansilousie
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“The rights deriving from a patent application or a patent shall be assignable in
whole or in part.”

' Article L613-8 and following IPC.

“The rights deriving from a patent application or a patent shall be assignable in
whole or in part.”

1% Article L613-8 and following IPC.

“The acts referred to in the first two paragraphs which comprise assignment or
license shall be executed in writing, on pain of nullity.”

1% Article L613-9 and following IPC.

“To have effect against others, all acts assigning or modifying rights deriving from
a patent application or a patent must be entered in a register, known as the National Patent
Register, kept by the National Institute of Industrial Property.

However, an act may have effect, prior to entry, against parties who have
acquired rights after the date of such act, but who had knowledge of the act when acquiring the
rights.”

1% Article L614-11 and following IPC.
“Entry in the Register of European Patents of acts transmitting or amending the
rights deriving from a European patent application or a European patent shall give such acts

effect with regard to third parties.”
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(Intellectual Property Code %38 IPC) 11m51 L613-3 B8 (gfhai1n1snszvinasiinme
avisUng fonsnseviedeluie
1. Msuan nstaue nstdignatn wie msldnandasiildsu

AMUANATINNANTURS oUW wIainaundndudiioTnguszasdainanlaglilasy

ANUBUYBNIINKNTENTUNS

1% Céline Bey and Cléemence Lapotre, "Chambers Pantent Litigation 2021 Guide - France,"

[Online] Accessed: [30 April 2021]. Available from: https://gowlingwlg.com/en/insights-
resources/articles/2021/chambers-patent-litigation-2021-guide-france/
"% Articles L613-3 and following IPC.

“The following shall be prohibited, save consent by the owner of the patent

a) Making, offering, putting on the market or using a product which is the subject
matter of the patent, or importing or stocking a product for such purposes;

b) Using a process which is the subject matter of the patent or, when the third
party knows, or it is obvious in the circumstances, that the use of the process is prohibited
without the consent of the owner of the patent, offering the process for use on French territory;

c) Offering, putting on the market or using the product obtained directly by a
process which is the subject matter of the patent or importing or stocking for such purposes.

P gvane@vsUnansaa. v 18
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"% Article L 513-4 and following IPC.
(inserted by Order No. 2001-670 of 25 July 2001 art. 1 Official Journal of 28 July 2001)
“The making, offering, putting on the market, importing, exporting, using or
possession for these purposes, of a product comprising the design or model, shall be prohibited,
unless with the consent of the owner of the design or model.”
189

Véron & Associés Thomson Reuters Practice Law Sabine Agé and Eddy Prothiere,

[Online] Accessed: [13 May 2021]. Available from: https://uk.practicallaw.thomsonreuters.com/
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19 Céline Bey and Clémence Lapotre, "Chambers Pantent Litigation 2021 Guide - France."
BLrCourt of Cassation, Commercial Chamber, of January 4, 1994, 91-19.915," Tu
Legifrance(Court of Cassation, Commercial Chamber, January 4, 1994).
% Article 1134 Code Civil Version en vigueur au 17 février 1804
“Les conventions légalement formées tiennent lieu de loi a ceux qui les ont
faites.
Elles ne peuvent étre révoquées que de leur consentement mutuel, ou pour
les causes que la loi autorise.
Elles doivent étre exécutées de bonne foi.”
“ﬁ@@ﬂﬁiﬁﬁﬁﬂmwwéamﬁmaﬁ’qﬁuLLﬁﬁﬂiﬂjﬁmﬂaqﬁummgwma
Fuandeuaniulaganudugeuvesensd vielagnaveing g

nsufuRnudaardentulunundnasie”

93 Cour D'appel De Douai, 20 Janvier 2003, N° 1993/11806," 11 Doctrine(Douai Court of
Appeal, 2003).
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